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DETAILED ACTION 
Specification 

1 . The objection to the disclosure has been withdrawn due to Applicant's amendment filed 
25 October 2005. 

Claim Objections 

2. The objection to the claims has been withdrawn due to Applicant's amendment filed 25 
October 2005. 

Claim Rejections - 35 USC §112 

3. The rejection to the claims under second paragraph of 35 U.S.C. 112 has been 
withdrawn due to Applicant's amendment filed 25 October 2005. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by Timp et al. 
*835. Timp et al. '835 shows in Figure 1 a punch assembly (10) comprising a mandrel (14) 
having an elongated shaft (at 22) with a generally constant diameter over its entire length, a 
distal end (at 22) and a disk-shaped head (at 42) opposite the distal end. Timp et al. '835 
shows the disk-shaped head defining an outer diameter and a substantially flat face (at 12) 
defined by a threaded bore (at 40) formed therein. Timp et al. '835 shows a punch (16) 
comprising a base end (at 12) defining a substantially flat face having an aperture (at 40) 
formed there through the base end and a cutting end (at 17) terminating in at least one pointed 
tip (edge of 16). Timp et al. '835 shows an attachment means comprising a bolt (40) extending 
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through the aperture of the base end of the punch and threadedly engaging the thread bore of 
the flat face of the disk-shaped head. Timp et al. '835 further shows the punch defining a 
generally cylindrical shape having a circular cross-section defining an outer diameter being less 
than the disk-shaped head diameter. 

6, Claims 9-11 and 14 are rejected under 35 U.S.C. 102(b) as being anticipated by Ducret 
'063. Ducret '063 shows in Figures 1-3 a method for creating holes in sheets of metal (col. 1, 
lines 5-13) comprising obtaining a powder-actuated tool having a receiver (16) and attaching a 
punch assembly (18,19,20,21,23,24,59) to the receiver. Ducret '063 shows the punch assembly 
comprising a mandrel (18,19,20,21) having a shaft (21) and a head (23) defining an outer 
diameter and a face, a generally hollow cylindrical-shaped punch (59) defining a closed base 
(flat end) and an open cutting end terminating in a pair of opposing arcuate portions in alternate 
space relation with a pair of tip portions, and attachment means (threaded end 24 of shaft 21) 
for attaching the punch to the mandrel. Ducret '063 shows placing the at least one tip against 
the sheet (JB) and activating the powder-actuating tool to drive the punch through the sheet 
thereby forming a hole without rotation (col. 4, lines 12-30). 

7. Claims 1,14-17,19 and 20 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Loen/vald '367, Loema\d '367 shows in Figures 1-4 a punch assembly (10) for punching holes 
in a metal sheet (col, 2, lines 38-41) comprising a mandrel (20,22) having an elongated shaft 
(20) with a generally constant diameter over its entire length, a distal end (at 22) and a disk- 
shaped head (at 28) opposite the distal end. Loerwald '367 shows the disk-shaped head 
defining an outer diameter and a substantially flat face (at 28) defined by a threaded bore (Fig. 
3) formed therein. Loerwald '367 shows a generally cylindrical shaped punch (12) comprising a 
base end (28) defining a substantially flat face having an aperture (30) formed there through the 
base end and a cutting end (36) terminating in a pair of opposing arcuate portions (42) in 
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alternate space relation with a pair of tip portions (40). Loenvald '367 shows an attachment 
means comprising a bolt (32) extending through the aperture (30) of the base end of the punch 
and threadedly engaging the thread bore of the flat face of the disk-shaped head (Fig. 3). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 3,4 and 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Timp et al. '835 in view of Adieman et al. 722. Timp et al. '835 lacks the punch defining a pair 
of opposing arcuate portions in alternate space relation with a pair of tip portions. Adieman et 
al. 722 shows in Figures 1-5 a punch (10) with a pair of opposing arcuate portions (20a,22a) 
with a pair of pointed tips (Pi.Pa) in alternating space relation with each other. In view of this 
teaching of Adieman et al. 722, it would have been obvious to one or ordinary skill in the art to 
replace the punch of Timp et al. '835 with another well-known punch taught by Adieman et al. 
722 to provide for a two-piece cutting operation from a wide range of cutting materials thus 
providing easy disposal and extending the useful life of the punch due to the efficient piercing 
then cutting arrangement caused by the unique pyramidal cutting surfaces. 

10. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ducret '063. 
Ducret '063 does not disclose expressly the mandrel further defining a threaded bore in the 
face. Instead, Ducret '063 indicates that the face has an outer threaded surface. At the time of 
the invention was made, it would have been an obvious matter of design choice to a person of 
ordinary skill in the art to select "an outer threaded surface" because Applicant has not 
disclosed that the "threaded bore" provides an advantage, is used for a particular purpose, or 
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solves a stated problem. One of ordinary skill in the art, furthermore, would have expected the 
punch assembly of Ducret *063, and Applicant's punch assembly to perform equally well with 
either the outer threaded face surface taught by Ducret '063 or the claimed "threaded bore" 
because both mandrel/punch combinations provide the desired connection there between to 
perform the punching operation without movement or loss of the punch member. 

Furthermore, Applicant does not provide any criticality or unexpected results for the 
"threaded bore formed in said face" as recited in claim 12. 

11. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ducret '063 in 
view of Timp et al. '835. Ducret '063 discloses the claimed invention except for the mandrel 
head being larger in diameter than the punch base end diameter. Timp et al. '835 teaches that 
it is know to have a mandrel (14) head (at 42) larger in diameter than the punch (16) base end 
(at 12) diameter. In view of this teaching of Timp et al. '835, it would have been obvious to one 
or ordinary skill in the art to modify the punch assembly of Ducret '063 to make the mandrel 
head diameter larger than the punch base end diameter taught by Timp et al. '835 to provide a 
greater contact surface area (28) below the base end of the punch (59) thus providing for a 
greater driving force applied to the entire base end surface area, eliminating potential stripping 
of the threaded engagement due to excessive or repetitive forces, thus extending the longevity 
of the punch assembly. 

The phrase "whereby said diameter of said mandrel prevents said punch assembly from 
passing through said hole" does not further limit the claim and is merely a functional/intended 
use statement not defining any specific structure. It should be noted that it has been held that a 
recitation with respect to the manner in which a claimed apparatus is intended to be employed 
does not differentiate the claimed apparatus from a prior art apparatus satisfying the claimed 
structural limitations. The only requirement is that the prior art reference be capable of said 
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intended use. See MPEP 2114. In this case, Ducret '063 in view of Timp et al. '835 is fully 
capable of preventing said punch assembly from passing through said hole. 
12. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Loerwald '367 
in view of Timp et al. '835. Loerwald '367 discloses the claimed invention except for the 
mandrel head being larger in diameter than the punch base end diameter. Timp et al. '835 
teaches that it is know to have a mandrel (14) head (at 42) larger in diameter than the punch 
(16) base end (at 12) diameter. In view of this teaching of Timp et al. '835, it would have been 
obvious to one or ordinary skill in the art to make the mandrel head diameter larger than the 
punch base end diameter to enhanced the integrity and durability of the contact surface area 
(28) being contacted by the driver (44) thus extending the longevity of the punch assembly. 



13. Any inquiry concerning the content of this communication from the examiner should be 
directed to Michael W. Talbot, whose telephone number is 571-272-4481. The examiner's 
office hours are typically 8:30am until 5:00pm, Monday through Friday. The examiner's 
supervisor, Mr. Boyer D. Ashley, may be reached at 571-272-4502. 

In order to reduce pendency and avoid potential delays, group 3720 is encouraging 
FAXing of responses to Office Actions directly into the Group at FAX number 571-273-8300. 
This practice may be used for filling papers not requiring a fee. It may also be used for filing 
papers, which require a fee, by applicants who authorize charges to a USPTO deposit account. 
Please identify Examiner Michael W. Talbot of Art Unit 3722 at the top of your cover sheet. 



Conclusion 





MWT 
Examiner 
9 March 2006 



